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1. Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 



I. Claims 1-6, drawn to a method of molding, classified 
in class 264, subclass 1.33. 

II. Claims 7-22, drawn to a molding apparatus, classified 
in class 425, subclass 139. 

2. The inventions are distinct, each from the other because of 
the following reasons: 

Inventions Group I and Group II are related as process and 
apparatus for its practice. The inventions are distinct if it 
can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, 
or (2) the apparatus as claimed can be used to practice another 
and materially different process. MPEP § 806.05(e). In this 
case the apparatus as claimed can be used to practice another 
and materially different process such as a process wherein an 
air interface is not present between the stamper and mirror 
block. 
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3. Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Eric Levinson 
(Applicants' Representative) on August 6, 2004 a provisional 
election was made with traverse to prosecute the invention of 
Group II, claims 7-22. Affirmation of this election must be 
made by Applicants in replying to this Office action. Claims 1- 
6 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicants are reminded that upon the cancellation of 
claims to a non-elected invention, the inventorship must be 
amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least 
one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a request under 37 CFR 

1.4 8(b) and by the fee required under 3 7 CFR 1.17(i) . 
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6. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

7. Claims 7 and 8 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Japanese Pub. No. 61-95911 (hereinafter "JP 
x 911" ; reference below will be made to the drawings of this 
document as well as the English abstract also made of record 
which is fully supported by the document) . 

JP '911 discloses a molding tool. The molding tool 
comprises a moving side (3) and a non-moving side (11) . A 
ground strap forms a substantially non-resistive path to ground 
(4) coupled to the moving side (see figs. 2 & 3 and abstract). 

8. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title if the 
differences between the subject matter sought to be patented and' the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made 
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9. The factual inquiries set forth in Graham v. John Deere 
Co^, 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

10. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicants are advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 3 5 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 
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11. Claims 7-9, 15, and 21 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Holmes (U.S. Pat. No. 4,374,636) in 

view of Grisell (U.S. Pat. No. 3,768,227). 

Holmes discloses an injection molding tool for producing 

disc structures. The tool comprises two mirror blocks (63 and 

65) , both of which are provided with stampers (33 and 35) . The 

mirror blocks and stampers define a molding cavity in which the 

disc structure (10) is molded. 

Holmes does not disclose the apparatus to comprise a ground 

strap which provides a substantially non-resistive path to 

ground coupled to the mold. 

Grisell discloses method of dissipating static electricity 

in various applications. Specifically, Grisell notes the 
problem of static electricity in the molding of plastic resins 

(cl. 3, 11. 53-59). Grisell suggests providing a ground strap 
to one of the mold members to thereby eliminate the problem of 
static electricity (cl. 3, 1. 59 - cl . 4, 1. 4). 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicants' invention to have modified the 
apparatus of Holmes as such to provide the apparatus with a 
ground strap connected to the one or both of the mold members to 
thereby provide a substantially non-resistive path to ground 
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because this would eliminate the problem of static electricity 
during molding as suggested by Grisell . 

It is noted that claims 7-9 describe one side of the mold 
to be a moving side, with the other side a non-moving side, and 
that Holmes describes both the mold sides as moving between open 
and closed positions (cl. 4, 11. 54-59). However, one of 
ordinary skill in the art would clearly recognize that the 
apparatus could easily be modified to operate in a manner as 
such that only one of the sides moves because an apparatus with 
only one moving side would still be able to perform the same 
process with the open and closed positions disclosed by Holmes, 
and thus be functionally equivalent. 

12. Claims 7-14 and 16-21 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Van Hout et al . (U.S. Pat. No. 

6,238,197) in view of Grisell. 

Van Hout discloses an injection molding apparatus for 
producing plastic objects. The mold comprises two mirror blocks 

(26 and 27) , with one of the mirror blocks being provided with a 
stamper (6) . Van Hout notes that the stamper used is known to 
be made of nickel (cl . 1, 11. 15-19). Van Hout also discloses 
that titanium nitrate coatings are known for use on the mirror 
blocks, and that diamond- like carbon coatings can be used as 
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well (cl. 1, 11. 42-52; cl . 3,-1. 66 - cl . 4, 1. 5; cl . 8, 11. 
20-24) . 

Van Hout further discloses that the stamper (6) may be held 
to its mirror block using a vacuum, which in turn creates an air 
gap (12) between the stamper and mirror block (see fig. 2; cl . 
7, 11. 55-57; cl . 7. 1. 65 - cl . 8, 1. 2). 

Van Hout does not disclose the apparatus to comprise a 
ground strap which provides a substantially non-resistive path 
to ground coupled to the mold. 

Grisell discloses method of dissipating static electricity 
in various applications. Specifically, Grisell notes the 
problem of static electricity in the molding of plastic resins 
(cl. 3, 11. 53-59). Grisell suggests providing a ground strap 
to one of the mold members to thereby eliminate the problem of 
static electricity (cl. 3, 1. 59 - cl . 4, 1. 4). 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicants' invention to have modified the 
apparatus of Van Hout as such to provide the apparatus with a 
ground strap connected to the one or both of the mold members to 
thereby provide a substantially non-resistive path to ground 
because this would eliminate the problem of static electricity 
during molding as suggested by Grisell. In dissipating static 
electricity from the mold structure, the apparatus suggested by 
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the combination of Van Hout and Grisell would thereby reduce any 
charge dissipation across the air gap between the stamper and 
mirror block. 

It is noted that claims 7-9 and 20 describe one side of the 
mold to be a moving side, with the other side a non-moving side, 
and that Van Hout describes both the mold sides as moving 
between open and closed positions (cl . 7, 11. 39-45). However, 
one of ordinary skill in the art would clearly recognize that 
the apparatus of Van Hout could easily be modified to operate in 
a manner as such that only one of the sides moves because an 
apparatus with only one moving side would still be able to 
perform the same process with the open and closed positions 
disclosed by Holmes, and thus be functionally equivalent. 

13. Claims 7-9, 16, 17, and 21 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Kerfeld (U.S. Pat. No. 
6,354,827) in view of Grisell. 

Kerfeld discloses a stamper assembly and injection molding 
apparatus using the stamper assembly (see fig. 15) . Kerfeld 
provides the apparatus with mirror blocks and a stamper (see 
fig. 15), notes that that there is a moving side and a non- 
moving side, and that the stamper may be provided on either side 
(cl. 11, 1. 59 - cl. 12, 1. 5) . 
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Kerfeld does not disclose the apparatus to comprise a 
ground strap which provides a substantially non-resistive path 
to ground coupled to the mold. 

Grisell discloses method of dissipating static electricity 
in various applications. Specifically, Grisell notes the 
problem of static electricity in the molding of plastic resins 
(cl. 3, 11. 53-59). Grisell suggests providing a ground strap 
to one of the mold members to thereby eliminate the problem of 
static electricity (cl. 3, 1. 59 - cl . 4, 1. 4). 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicants' invention to have modified the 
apparatus of Kerfeld as such to provide the apparatus with a 
ground strap connected to the one or both of the mold members to 
thereby provide a substantially non-resistive path to ground 
because this would eliminate the problem of static electricity 
during molding as suggested by Grisell. 

14. Claims 7-9, 16, 17, 21, and 22 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Inaba et al . (U.S. Pat. No. 
6,054,075) in view of Grisell. 

Inaba discloses an injection molding apparatus. The 
apparatus includes a moving side and a non-moving side (cl. 2, 
11. 43-51). The apparatus also includes a control unit coupled 



Application/Control Number: 10/053,173 Page 11 

Art Unit: 1722 

to the mold to control the molding process, and a robotic arm 
coupled to the control unit for receiving molded components from 
the molding tool (cl. 4, 11. 23-29 and cl . 5, 11. 44-58). 

Inaba does not disclose the apparatus to comprise a ground 
strap which provides a substantially non-resistive path to 
ground coupled to the mold. 

Grisell discloses method of dissipating static electricity 
in various applications. Specifically, Grisell notes the 
problem of static electricity in the molding of plastic resins 
(cl. 3, 11. 53-59). Grisell suggests providing a ground strap 
to one of the mold members to thereby eliminate the problem of 
static electricity (cl. 3, 1. 59 - cl . 4, 1. 4). 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicants' invention to have modified the 
apparatus of Inaba as such to provide the apparatus with a 
ground strap connected to the one or both of the mold members to 
thereby provide a substantially non-resistive path to ground 
because this would eliminate the problem of static electricity 
during molding as suggested by Grisell. 

15. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
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examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Wanda Walker, can be 
reached at (571) 272-1151. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (703) 872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 




